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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 25 November 2009 has been entered. 

The amendments to claims have overcome the 35 USC 1 12 rejection and the art rejection 
over claims 1-5, 7-9 and 14-25. Applicant's arguments with respect to the remaining art rejection 
over claim 32 have been fully considered but they are not persuasive. 

Claim 51 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim, or amend the claim to place the claim in proper dependent form. 

This claim, which is depends on claim 5, teaches the N:0 weight ratio is within the range 
of 0.2-2. 1 . Claim 5 teaches the N:0 weight ratio is within the range of 0.2-2. 1 . Thus claim 5 1 
teaches the same weight ratio as claim 5 and therefore does not further limit claim 5. 

Claims 49 and 5 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 51 is indefinite since it depends from claim 5, but teaches the identical nitrogen to 
oxygen weight ratio as claim 5. Claim 49, which depend from claim 1, is indefinite since it 
teaches L is at least one of Sr, Ca and Ba; but claim 1 does not include Sr as a choice for L. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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Claim 32 is rejected under 35 U.S.C. 102(e) as being anticipated by U.S. patent 
6,717,353. 

This reference teaches an oxynitride phosphor having the formula (Sri_ a _b_ 
c Ca b Ba c )Si x N y O z :Eu a , where a is 0.002-0.2, b is 0-0.25, c is 0-0.25, x is 1.5-2.5, y is 1.5-2.5 and z 
is 1.5-2.5. Thus the reference teaches an oxynitride phosphor that contains Si, Eu and at least one 
of Sr, Ca and Ba. Si is one of the claims M elements. Eu is one of the claimed R elements and Sr, 
Ca and Ba are several of the claimed L elements. Thus the reference teaches the phosphor having 
the same components as that resulting from the process of claim 26. The claimed phosphor and 
that taught appear to be identical. While the taught phosphor is produced by different process 
that that claimed, the resulting phosphors appear to be identical. Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different process. In re 
Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). The reference teaches the 
claimed phosphor. 

The removal of Sr from claim 1 does not overcome the rejection over claim 32 since the 
phosphor of claim 32, which is the phosphor resulting from the process of clam 26, can include 
Sr. Applicants have not shown that the phosphor resulting from the process of claim 26; which is 
the phosphor of claim 32; is different from that claimed. The 35 USC 1.131 declaration does not 
overcome this rejection for the reasons given in the previous action. It is noted that claim 26 does 
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not limit the oxynitride phosphor to any particular formula, thus it is open to any oxynitride 
phosphor that contains L, M and R. The rejection is maintained. 

Claims 1-5, 7-31, 48, 50 and 53-62 are allowable over the cited are of record. 

Claims 10-13, 21, 22, 26-31 and new claims 48, 50 and 53-62, depend from claim 10, are 
allowable for the reasons given in the previous actions. 

The phosphor of claims 1-5, 7-9, 14-20 and 23-25 is not taught or suggestion by the cited 
prior art of record. There is no teaching or suggestion in the cited art of an oxynitride phosphor 
where the host has the formula L x Si y O z N(2x/3)+(4y/3)-(2z/3), where 0.5<x<1.5, 1.5<y<2.5, 1.5<z<2.5, 
and L is at least one of Mg, Ca and Ba. The phosphor of U.S. patent 6,717,353 requires the 
presence of Sr. 

Claims 51 and 52 are objected to under 37 CFR 1.75 as being substantial duplicates of 

claims 5 and 11, respectively. When two claims in an application are duplicates or else are so 

close in content that they both cover the same thing, despite a slight difference in wording, it is 

proper after allowing one claim to object to the other as being a substantial duplicate of the 

allowed claim. See MPEP § 706.03(k). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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December 15, 2009 



/C. Melissa Koslow/ 
Primary Examiner 
Art Unit 1793 



